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Message: 



Mr. Yuen: 



Attached are copies of our Response to Decision on Request to Participate in Patent Prosecution 
Highway Pilot Program and Petition; Certification From Translator regarding accuracy of translation of 
the Notification Concerning Rejection Reason, in Japanese Application No. 2003-093015; Notification 
Concerning Rejection Reason, in Japanese Application No. 2003-093015; and Japanese Language 
Version of the Notification Concerning Rejection Reason, in Japanese Application No. 2003-093015. 



CERTIFICATE OF TRANSMISSION UNDER 37 CFR L8 



I hereby certify that this Response to Decision on Reque 
Highway (PPH) Pilot Program and Petition is4>eing facsimile 1 
Trademark Office, at 571-273-4856, on Dec/jAber 7, 2007. 




ft for Participate in Patent Prosecution 
itted to the U.S. Patent and 



lx| Original will not follow Original will follow by Q Regular Mail Q Overnight Delivery Hand Delivery 



The information contained in this facsimile transmission, including any attachments, is subject to the attorney-client privilege, the 
attorney work product privilege or is confidential information intended only for the use of the named recipient. If the reader of 
this Notice is not the intended recipient or the employee or agent responsible for delivering this transmission to the intended 
recipient, you are hereby notified that any use, dissemination, distribution or copying of this communication is strictly prohibited. 
If you have received this transmission in error, please notify us immediately by telephone, so that we may arrange for its return or 
destruction at our cost Thank you. 

New York Washington, DC Silicon Valley www.kenyon.com 
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PATENT 

U.S. Serial No: 10/811,984 
Attorney Docket No: 1051 7/225 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the Application of: 
Application No: 



Shigetaka Yoshikawa, et al. 



Confirmation No. 3140 



10/811,984 



Filed: 



March 30, 2004 



Group Art Unit: 



1723 



Examiner: 



(To Be Assigned) 



For: 



MOUNTING STRUCTURE AND METHOD FOR 



HEAT ACCUMULATION TANK 



RESPONSE TO DECISION ON REQUEST TO PARTICIPATE 
IN PATENT PROSECUTION HIGHWAY PILOT PROGRAM AND PETITION 



VIA FACSIMILE AT 571-273-4856 
MAIL STOP - PETITION 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



In response to the Decision on Request to Participate in Patent Prosecution Highway Pilot 
Program and Petition mailed November 21, 2007, Applicants request a reversal of the dismissal of the 
request and petition. Specifically, the Decision states therein that the Applicants met all conditions 
except Item #5, in that Applicants failed to include a copy of the Japanese language Office Action 
(refusal) and its English translation. 

The Submission of Request for Participation in the Patent Prosecution Highway (PPH) Pilot 
Program submitted on November 2, 2007 presented to the PTO: "Certification From Translator 
regarding accuracy of translation of the Notification Concerning Rejection Reason, in Japanese 
Application No. 2003-093015, and "Notification Concerning Rejection Reason, in Japanese 
Application No. 2003-093015." 



Sir: 



- 1 - 
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PATENT 

U.S. Serial No: 10/811.984 
Attorney Docket No: 10517/225 



Our review of the file revealed that a copy of the Japanese language version of the Notification 
Concerning Rejection Reason, in Japanese Application No. 2003-093015, which is the Japanese Office 
Action,, was inadvertently omitted from the submission, even though a copy of the English translation 
was filed with the submission. To fully meet the conditions of requirement, Applicants now enclose 
the Japanese Language Version of the Notification Concerning Rejection Reason, in Japanese 
Application No. 2003-093015. Also, for your ease of reference, Applicants resubmit copies of the 
Certification From Translator regarding accuracy of translation of the Notification Concerning 
Rejection Reason, in Japanese Application No. 2003-093015 and the Notification Concerning 
Rejection Reason, in Japanese Application No. 2003-093015. 

By meeting all the conditions to participate in the Patent Prosecution Highway (PPH) pilot 
program, Applicants respectfully request that the dismissal be reversed and the application be allowed 
to participate in the PPH pilot program. 

Special Programs Examiner Yuen is invited to contact the undersigned at (202) 220-4420 to 
discuss any matter concerning this application. It is not believed that any further fees are owed, 
however if additional fees are owed, the Office is authorized to charge any fees related to this 
communication to Deposit Account No. 1 1-0600. 



KENYON & KENYON LLP 
1500 K Street, N.W. - Suite 700 
Washington, D.C. 20005-1257 
Tel: (202) 220-4200 
Fax: (202) 220-4201 



Respectfully submitted, 



Date: December 7, 2007 




Daniel G. Shanley 
(Reg. No. 54,863) 
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CERTIFICATION 



I, Mitsuyo Noda, o f TOYOTA TECHNICAL DEVELOPMENT CORP.. 1-21. Imae, 
Hanamoto-cho. Toyota. Aichi. 470-0334 Japan, hereby certify that I am the translator of the 
accompanying certified copy of the official communications received from the Japan Patent 
Office in the patent application identified below, and certify that the following is a true and 
correct translation to the best of my knowledge and belief. 

Application Number Date of Filing 

Japanese Patent Application March 31,2003 

No. 2003-093015 



Nfltsuyo Noda 



Dated this 9 th day of October, 2007 
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Daniel G. Shanley 

Direct 202.220.4420 

K E N Y D N dshanley@kenyon.com 
& 

K E N Y □ N 1500 K Street, NW 

LLP Washington, DC 20005-1257 



Intellectual Property Law 202.220.4200 

Fax 202.220.4201 



December 5, 2007 




VIA FACSIMILE: 011 81565 43 2950 

(confirmation via airmail) 

Mr. Koichi Kato 

Toyota Technical Development Corporation 

Headquarters Building No.2 f< f, : ?. [PJjljl^ 

1 -2 1 Imae, Hanamoto-cho 1* ? { j dn t Hi 

Toyota, Aichi, 470-0334, Japan * m " 1 

Re: URGENT, RESPONSE DUE DECEMBER 21, 2007 

PATENT PROSECUTION HIGHWAY PILOT PROGRAM 

U.S. Patent Application Serial No. 10/81 1,984 
Inventors: Shigetaka YOSHIKAWA et al 
Title: Mounting Structure and Method for Heat . . . 
Client Ref : TSN 2003-0343-US-00 (TOYOTA) 
Your Ref.: TFN 030212-US: Our Ref.: 10517/225 

Dear Mr. Kato: 



Enclosed for your review and records is a copy of the Decision on Request to Participate in Patent 
Prosecution Highway Pilot Program and Petition. Unfortunately, at this time, the request and petition are, 
dismissed. 

The request to participate in the PPH pilot program and petition met all conditions except Item 
#5, which is: Applicant must submit a copy of all the office actions from each of the JPO 
application(s) containing the allowable/patentable claimfs) along with an English translation 
thereof and a statement that the English translation is accurate . 

Please forward the required documents on or before the December 21, 2007 response due date. 
NO EXTENSION OF TIME IS PERMITTED. If the deficiencies are not corrected within the time 
period given, that is, December 21, 2007, the application will await action in its regular turn. 

We look forward to receiving the requested documents. Meanwhile, feel free contacting us with 
any questions or concerns about this or any other matter. 



Very truly yours, 
KENYON & KENYON LLP 




DGS/lch 
Enclosure 

New York Washington, DC Silicon Valley www.kenyon.com 
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4 Reference Number: PT03-037-T Dispatch Number: 339902 

Dispatch Date: August 8, 2006 

NOTIFICATION CONCERNING REJECTION REASON 

Patent Application Number Japanese Patent Application No. 2003-093015 
Drafting date: July31,2006 
Examiner of Patent Office: YujiAwakura 3220 3T0O 

Representative for Patent Applicant: Tsuneo Tabuchi 

Applied Text of Patent Law: Article 29, Paragraph 1; Article 29, Paragraph 2; 

Article 37 

This appiicarion is to be rejected for the reasons described below. If you have an 
opinion about these reasons, please submit a written opinion within 60 days of the date 
of transmittal of this notification. . 

REASONS 

1. The invention according to the claims of the present application as described below 
is an invention described in the following publications, which were distributed in Japan 
or in a foreign country or an invention that became available to the public through the 
electric communication line prior to the filing of (he appiicarion of the present 
application; and as such, in accordance with Article 29, Paragraph 1, Item 3 of the 
patent law, cannot be granted a patent Further, the invention according to the claims 
. of the present application as described below is an invention that could easily have been 
made, prior to the filing of the patent application, by a person with ordinary skill in the 
art to which the invention pertains, on the basis of an invention described in .the 
following publications, which were distributed in Japan or in a foreign country or the 
.invention that became available to the public through the electric communication line 
prior to the filing of the application of the present application; and as such, in 
^ . accordance with Article 29, Paragraph 2 of the patent law, cannot be granted a patent 

DISCUSSION (Refer to list of Cited References) 

Claim: 1 
Reference: 1 
Remarks 

The cited reference 1 (see paragraph [0019] and FIG 4, etc.) describes the 
technology related to the structure of a portion at which a heat accumulation tank 
having a tank main body is mounted to a receiving member. More specifically, the 
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technology is related to the structure that includes an elastic member, and a mounting 
member. The elastic member wraps around a body section of the tank main. body. 
Hie mounting member wraps around . the outer peripheral surface of the elastic member 
and fastened in the circumferential direction, thereby holding the tank main body with 
the elastic member interposed between the tank main body and the mounting member. 
Also, the mounting member is attached to the. receiving member. 



2. The present application does not comply with the requirements defined in Article 37 
of the patent law for the reason below. 

The objects common to the invention described in claim 1 and ihe invention 
described in claims 2 to 9 are considered to be "reliably holding a heat accumulation 
tank, homogenizing surface pressure, and eliminating a possibility of slow leak 15 , based 
on the description in paragraph [0004]. However, these objects were already achieved 
prior to the filing 0 f the present application (for example, see the cited reference 1), and 
these objects are not the objects unsolved at the time of filing the present application. 
Therefore, the descriptions in claim 1 and claims 2 to 9 of the present application do not 
satisfy the relation defined in Article. 37, Paragraph 1 of the patent law. 

Further, the description in claim 1, which states matters that specify the 
invention to solve the common problems to claim 1 and claims 2 to 9, describes the 
technology that has been known at the time of filing the present application, as 
described in the cited reference 1. Accordingly, the description in claim 1 of the 
present application does not include a main portion describing new matters that specify * 
the invention to solve the common problems. Accordingly, the descriptions in claim 1 
and claims 2-9 do not satisfy the relation defined in Article 37, Paragraph 2, of the 
patent law. 

Further, the descriptions in claim 1 and claims 2 to 9 do not satisfy any other 
. relations defined in Article 37, Paragraphs 3, 4, and 5 of the patent law. 

The present application does not comply with the requirements defined in 
: . Article 37 of the patent law, and therefore the descriptions in claims other than claim 1 . 
have not been examined for the requirements of novelty and nonobviousness, etc. 
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List of Cited References 

1. Japanese Patent Application Publication No. JP-A-06-213116 
If a new rejection reason is found, the applicant will be notified of the rejection 
reason. 



(1) When amendment is made, please underline a portion of description which is 
changed by amendment (Note 6 of Patent Law Enforcement Rule, Style 13). 

(2) The amendment should be made within a scope of matters described in an original 
specification and drawings at- the time of filing, and also within a scope of matters 
which are obvious based on the matters described in the original specification and 
drawings at the time of filing. In a written opinion, please assert the reason why each 
amendment is ap propriate, and clearly indicate a portion of description in the original 
specification at the time of filing, and the like, based on which the assertion is made. 
(For the written opinion form, please* refer to the example form of a request for 
amendment used in an invalidation trial.) 

Record of Results of Searching for Publications disclosing Related Art 
-Searched Field IPC the 7* edition ' F01P3/ 

B60H1/ 
F02N17/ 

This Record of Results of Searching for Publications disclosing Related Art 
does not constitute any reason for rejection. 

Contact address regarding the contents of the Notification Concerning Rejection 
Reason: 

Motive Machinery Examiner Yiiji Awakura 
Second Patent Examination Department 
Tel: 03-3581-1101 (extension: 3395) 
Fax:03-3580-6904 
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